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Applicants hereby submit the following Arguments, in five (5) or less total pages, 
as an attachment to the Pre-Appeal Brief Request for Review (Form PTO/SB/33). A 
Notice of Appeal is concurrently filed. 



The Examiner's combination of U.S. Patent No. 6,741,841 to Mitchell ("the 
Mitchell patent") and U.S. Patent No. 6,522,865 to Otten ("the Otten patent") is 
improper. The Examiner has failed to establish a prima facie case of obviousness based 
upon these references. Without more evidence of unpatentability, Applicants are entitled 
to grant of a patent. In re Oetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. 
Cir. 1992). 



The Examiner has rejected claims 1, 3-21, 23, and 24 under 35 U.S.C. §103(a) 
for allegedly being unpatentable over the Mitchell patent in view of the Otten patent. 



Sir: 



Summary of Request 



Arguments 
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Each of the claims of the present application requires separating or a device for 
separating broadcast data from other data (e.g. communications data). Independent claim 
1 is directed to an apparatus for receiving signals transmitted by a satellite and recites, 
"the apparatus further includes a frequency splitter for separating said communications 
channels from said broadcast channels." Independent claim 1 1 is directed to a system for 
providing broadcasts to aircraft and recites, "decoding means acting to separate the 
broadcast signals from the communication signals." Independent claim 20 is directed to 
an apparatus for receiving real-time broadcasts on aircraft and recites, "decoding means 
for separating broadcast data from other data contained within a signal received on-board 
the aircraft." Independent claim 21 is directed to a method of providing real-time 
broadcasts to an aircraft and recites, "separating the broadcast data from the 
communication data." 

The Examiner admits that the Mitchell patent does not disclose this feature of the 
present invention. (Office Action mailed 10/5/06 at p. 4). Further, the Examiner 
provides no suggestion or motivation, other than impermissible hindsight based on 
Applicants' disclosure, to modify the system disclosed in the Mitchell patent to arrive at 
the claimed invention. 

The Mitchell patent appears to disclose a communication system that is capable 
of receiving television programming signals and Internet communications. The system 
receives RF signals containing both television programming signals and Internet 
communications in the 1 1 .70 to 12.75 GHz band and down converts them to IF signals in 
the 950 to 1450 MHz band, which is commonly referred to as L-band. See col. 25, lines 
1-10. Splitter 460 receives the L-band IF signals and the output is fed to DBS receiver 
264 and to receiver 413 such that "the split L-band IF outputs contain both television 
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programming signals and Internet communications." See col. 25, lines 59-67. In this 
regard, the "splitter" disclosed in the Mitchell patent is not capable of separating 
television programming signals and Internet service signals. Rather, the Mitchell patent 
discloses that the same signal is present at all outputs of the "splitter." 

The Examiner alleges that it would have been obvious to one of ordinary skill in 
the art to modify Mitchell's system to include a splitter of the type disclosed by Otten. 
However, the Examiner has provided no suggestion or motivation, other than 
impermissible hindsight based on Applicants' disclosure, to modify the system disclosed 
in the Mitchell patent to arrive at the claimed invention. Firstly, Mitchell does not 
contain any teaching that would have motivated the skilled person to have tried to 
separate the television programming signals from the Internet signals. Mitchell teaches 
that each of the Internet receiver (item 364 in Fig. 11) and the television receiver (item 
413 in Fig. 13) receives both television programming signals and Internet service signals 
(see Fig. 13 in combination with column 25, lines 66 and 67). Mitchell does not teach 
that there is any disadvantage associated with providing Internet signals to the television 
receiver, or with providing television signals to the Internet receiver. Thus, given that 
Mitchell does not acknowledge the existence of any problems that arise when both 
television and Internet signals are provided to each receiver, the skilled person would 
have had no motivation to try to separate the signals. Further, it is not even apparent that 
Otten' s splitter would be compatible with Mitchell's system. Given that neither 
reference discloses how television signals are combined with Internet signals, and the 
wide range of possibilities available (for example, frequency division multiple access, 
spread spectrum multiple access or time division multiple access) one cannot assume that 
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Often 5 s splitter would have been capable of separating the signals present in Mitchell's 
system. 

For at least these reasons, independent claims 1, 1 1, 20, and 21 are patentable and 
allowance thereof is respectfully requested. Dependent claims 3-10, 23, and 24 depend 
from and add further features to independent claim 1 and are thus patentable for at least 
the same reasons as claim 1. Dependent claims 12-19 depend from and add further 
features to independent claim 1 1 and are thus patentable for at least the same reasons as 
claim 1 1 . 

Additionally, with regard to independent claims 1 and 20, even if one of ordinary 
skill in the art were to have sought to separate the television programming signals from 
the Internet communications of the Mitchell patent, the Otten patent does not provide 
any motivation or suggestion to modify the system of the Mitchell patent to include a 
"frequency splitter" or decoding means for separating signals based on frequency, as 
recited in claims 1 and 20, respectively. 

As noted above, Mitchell does not disclose how frequencies are allocated to the 
television programming signals and Internet service signals. In the absence of any 
disclosure that the television signals are separate in frequency from the Internet signals, 
one cannot infer that it would have been possible to have separated these signals by 
means of a frequency splitter. Further, Otten discloses a splitter that is capable of 
separating television signals from Internet signals (see column 8, lines 6 to 14), but does 
not disclose that this is a frequency splitter or that television signals are separate in 
frequency from Internet signals. Thus, Otten does not explicitly or implicitly disclose 
that the splitter is a frequency splitter (i.e. a splitter that is capable of separating 
television signals from Internet signals according to their respective frequencies). 
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Often' s splitter might equally use some other means to separate the signals, such as 
spread spectrum multiple access or time division multiple access. Thus, even if the 
skilled person were to have incorporated Often' s splitter into Mitchell's system, he 
would not inevitably have arrived at a system comprising a frequency splitter as defined 
by the claims. 



Applicants respectfully submit that the Examiner's combination of references is 
improper and claims 1, 3-21, and 23-24 are patentable over the cited art. Applicants 
believe that the present application is in condition for allowance. Prompt and favorable 
consideration of Applicants' Pre-Appeal Brief Request for Review is respectfully 
requested. 

The U.S. Patent and Trademark Office is hereby authorized to charge any fee 
deficiency, or credit any overpayment, to our Deposit Account No. 19-0036. 



Conclusion 



Respectfully submitted, 



Sterne, Kessler, Goldstein & Fox p.l.l.c. 




John T. Haran 
Attorney for Applicant/ Applicants 
Registration No. 58,010 
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